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DETAILED ACTION 
Response to Arguments 

1 . Applicant's Appeal Brief filed on 04/09/04 is acknowledged. In view of Applicant's 
arguments in the Appeal Brief filed on 04/09/04, PROSECUTION IS HEREBY REOPENED. 
New grounds of rejections are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or 
other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC§112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

3. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 in step (f) recites, "comparing the analysis with an existing correlation between 
near infrared analyses and wet-chemistry tested nutritional compositional characteristics". It is 
not clear, what "existing correlation" means here. Is it a general correlation for all corn plants 
independent on their composition, which is known from a reference literature? No reference 
literature for such correlation is disclosed in the specification, which makes it unclear, what the 
terminology "existing correlation" might mean. 
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What does "harvesting" mean in step (c)? Is this just cutting a selected plant? 
Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jones et al. (J. 
Dairy Sci.) in view of Lauer et al. (2000) cited in Schwab et al. (Proceedings 2001) and "Disaster 
Recovery", August 1993. 

Jones teaches the "use of near infrared reflectance spectroscopy in forage testing" (Title), 
which comprises NIR analysis of forage for crude protein (CP), acid-detergent (ADF) and 
neutral-detergent (NDF) fiber and minerals compared with wet chemical results. "Forage was 
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routinely tested by oven drying at 60° C and grinding with a Wiley mill through a 2-mm screen" 
(Abstract). The samples were ground to pass a 1-mm screen in a cyclone mill. 

Jones does not specifically indicate grinding and analyzing fresh (harvested) plants. 

Lauer as cited by Schwab (Current Status) reports results of MILK2000 model involving 
near infrared reflectance (NIR) analysis of fresh whole-plant corn samples for all components of 
the corn plant comprising calibrations for corresponding components. NIR analysis of the fresh 
plant intrinsically comprises estimating the moisture content. 

It would have been obvious for anyone of ordinary skill in the art to apply Jones method 
involving comparison of NIR and wet analysis to fresh plants, as taught by Laurel, because this 
gives evaluation of the total content of the plant, including moisture. It would have been obvious 
to scan the sample at a plurality of locations in order to average the results of analysis, since 
these results depend on homogeneity obtained by grinding, which is not perfect. 

Jones in view of Lauer do not specifically teach a visual selection of representative plants 
(survey). "Disaster Recovery" discloses choosing standing com plants and selecting two or three 
representative com plants, then harvesting them ("Sampling Standing Com"). The plants are 
representative of different areas of the field with different moisture content. It would have been 
obvious for anyone of ordinary skill in the art to use the sampling technique disclosed in 
"Disaster Recovery" for Jones-Lauer's method, because this allows obtaining results for the 
particular population of the plants in different areas of the field. 

It would have been obvious for anyone of ordinary skill in the art to replace the cyclone 
mill with a bowl grinder, because it is a cheaper means for grinding. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yelena G. Gakh, Ph.D. whose telephone number is (571) 272- 
1257. The examiner can normally be reached on 9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Yelena G. Gakh 
6/2/04 





